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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

Norton Motorcycle Company,  

  Opposer, 
V.�R       Opposition No; 91265690 

Thomas L Norton.,  

  Applicant  

 

APPLICANT'S MOTION TO COMPEL OPPOSER'S RESPONSES TO 

DOCUMENT REQUESTS AND INTERROGATORIES  

I.  Introduction �R 

Pursuant to TBMP ¤523, Applicant, Thomas Norton. ("Applicant") hereby moves the Board for an order 

(1) compelling Opposer to provide documents and information and proper responses to discovery requests 

propounded by Applicant in the above captioned proceeding and (2) suspending the above referenced 

opposition proceeding with respect to all matters not germane to the motion, pursuant to 37 CFR ¤2.120 

(e), including a corresponding extension of all discovery and testimony periods. This motion is timely 

pursuant to TBMP ¤523.03, as the first testimony period has not yet commenced and Applicant's counsel 

has met her meet and confer obligations pursuant to TBMP ¤523.02, as set forth herein.  
!

 

II. History of Proceedings To Date�R��

Opposer filed a Notice of Opposition in this proceeding on October 28, 2020 on the basis that Applicant's 

ÒTHOMAS NORTONÓ mark is or will be, damage Opposers ÒNORTONÓ mark. Applicant filed its 

Answer on January 6, 2021 denying Opposer's allegations and asserting the following affirmative 

defenses: (1) Opposer's Notice of Opposition fails to state a claim upon which relief can be granted, and 

in particular, fails to state legally sufficient grounds for sustaining the opposition. ; (2) Applicant's mark, 

when used on Applicant's goods and services, is not likely to cause confusion, or to cause mistake, or to 

deceive as to the affiliation, connection or association of Applicant with Opposer, or as to the origin, 

sponsorship, or approval of Applicant's goods and services by Opposer. ; (3) The ÒNORTONÓ mark ÒNÓ 

is elongated, that alone makes the brands distinctive to the market. Given Norton is an English surname it 

is not common that surnames alone to be permitted a mark, according to the Lanham Act.  
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III. Good Faith Effort to Resolve Discovery Disputes  

Applicant's previously held counsel has made a good faith effort to resolve the outstanding discovery 

disputes with Opposer's counsel as required by 37 CFR ¤2.120(e) and TBMP ¤523.02, to no avail. In 

particular, on October 28, 2020, Applicant Temporary Consul sent mail via. Electronic Mail to Opposer's 

counsel specifically setting forth the willingness to begin the negotiation process. (See; Exhibit A.1) The 

OpposerÕs has yet to submit a rational settlement for coexistence between the two marks, and have made 

clear they do not intend to for the applicantÕs mark to be registered. (See; Exhibit A.8) Furthermore, on 

February 17, 2021, (See; Exhibit B.5), Applicant submitted a conditional settlement offer to no response 

by the time of discovery due date. Opposer's counsel has not provided any such written responses. 

Consequently, given the short time remaining in which Applicant must complete discovery, it is 

necessary for Applicant to move to compel appropriate discovery responses from Opposer. 

 

IV. Argument �R 

Applicant seeks an Order from the Board directing Opposer to provide appropriate and complete 

responses and to produce all responsive documents to the Interrogatories and Document Requests 

identified below. Applicant's Document Requests Applicant served Opposer with 25 Document Requests 

on February 8, 2021, seeking information and documents regarding the parties' claims and defenses in this 

matter. For example, Applicant requested information regarding all corporate entities�Rand individuals for 

whom Opposer designs, produces, manufactures, promotes, distributes and/or sells clothing, Opposer's 

first discovery and knowledge of Applicant's use and application to register its ÒTHOMAS NORTONÓ 

Mark at issue in this proceeding on clothing and all communications between Opposer and third parties 

regarding Applicant's use of and trademark application for its ÒTHOMAS NORTONÓ Mark at issue in 

this proceeding. See e.g. In re E.I. Du Pont, 177 U.S.P.Q. 563, 567 (C.C.P.A. 1973). Lastly the 

Registration of ÒNORTON POINTÓ (See; Exhibit D.1) proves coexistence within the clothing industry, 

the mark provides an example that confusion between marks that bare ÒNORTONÓ are limited to no avail 

at best. We feel the unwillingness of the Opposer to negotiate with Applicant Thomas Norton are 

strategically direct. 
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DEFINITIONS  

The following definitions and instructions shall apply to each of the Interrogatories 
herein:  

A. The term ÒApplicantsÓ shall mean Thomas Norton and any attorneys, agents, or 
other representatives acting on their behalf.  

B. The term ÒOpposerÓ shall mean Norton Motorcycle Company., and any 
attorneys, agents, or other representatives acting on its behalf.  

C. The term ÒyouÓ shall mean the ÒOpposerÓ.  

D. The term ÒtrademarkÓ ÒmarksÓ or ÒmarkÓ includes trademarks, service marks, 
collective marks, certification marks and trade names as defined in 15 U.S.C. ¤ 
1127.  

E. The term ÒdocumentÓ shall mean any tangible thing upon which information is 
or has been stored, recorded, or communicated, and any written, printed, typed and 
visually or aurally reproduced material of any kind, whether or not privileged, such 
as (by way of example and not by way of limitation) correspondence, letters, notes, 
memoranda, diaries, invoices, purchase orders, records, minutes, interoffice 
communications, bills, contracts, agreements, orders, receipts, price lists, studies, 
drawings or sketches, tapes or discs capable of being mechanically read, films, 
pictures, catalogs, photographs, electronic mail, advertising or promotional 
literature, operating manuals or instructional materials, voice recording, cables or 
telegrams, maps, charts, surveys, test data, HTML code, website pages and reports; 
every copy of every such writing or record where the original is not in the 
possession, custody or control of Opposer, and every copy of every such writing or 
record where such copy is not an identical copy of the original or where such copy 
contains any commentary that does not appear on the original.  

F. The term ÒthingÓ shall mean all tangible objects of any type, composition, 
construction or nature.  

G. The term ÒconcerningÓ means relating to, referring to, describing, evidencing or 
constituting.  

H. A document or thing Òrelating or referringÓ or which ÒrelatesÓ to any given 
subject means any document or thing that comprises, constitutes, contains, 
embodies, reflects, identifies, states, refers to, deals with, or is in any way pertinent 
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to that subject, including, without limitation, documents concerning the preparation 
of other documents.  

I. The term Òcommunication(s)Ó includes the disclosure, transfer or exchange of 
information by means, written, verbal, electronic or otherwise.  

J. The term ÒpersonÓ shall include both natural persons and corporate or other 
business entities, whether or not in the employ of Opposer.  

K. The terms ÒallÓ and ÒeachÓ shall be construed to include all and each.  

L. The term ÒandÓ shall be construed to include ÒorÓ and vice versa, and shall be 
the logical equivalent of Òand/or,Ó as necessary in order to bring within the scope 
of the request all responses which might otherwise be construed to be outside its 
scope.  

M. The use of the singular form of any word also includes the plural and vice 
versa.  

N. The phrases Òuse in commerce,Ó Òuse in United States commerce,Ó Òused in 
commerceÓ and Òused in United States commerce,Ó and similar phrases, shall mean 
and refer to the definition provided under 15 U.S.C. ¤ 1127.  

O. The term ÒOpposerÕs MarksÓ shall mean each and every mark as alleged by 
Opposer in U.S. Opposition No. 91265690, including U.S. Registration Nos. (Reg. 
No. 2,836,783).  

P. The term ÒOpposerÕs GoodsÓ shall mean and refer to all of the goods covered 
under OpposerÕs Marks or as alleged in the Notice of Opposition.  

Q. The term ÒOpposerÕs ServicesÓ shall mean and refer to all of the services 
covered under OpposerÕs Marks or as alleged in the Notice of Opposition.  

R. The term ÒApplicantsÕ MarkÓ shall mean the Thomas Norton mark as depicted 
in the Application Serial No. 88/821,788.  

S. The term ÒApplicantsÕ ServicesÓ shall mean the services identified in 
Application No. 88/821,788.  

T. The term ÒApplicantsÕ ApplicationÓ refers to Application No. 88/821,788.  
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GENERAL INSTRUCTIONS  

1. In multi-part Interrogatories, the separate parts of such Interrogatories are to be read in 
context of the entire Interrogatory, but each part is to be answered separately.  

2. All requests contained in the following Interrogatories to identify a person are to be 
answered by providing sufficient information to enable the undersigned to contact the 
person by telephone, mail, and to serve legal documents on such person, if  such a person 
is a natural person, state his or her:  

a.! full name;  
b.! current business and residence addresses, including telephone numbers;  
c.! present employer, occupation, and position;  
d.! a brief description of the job responsibilities of such person; and  
e.! a brief description of the responsibilities of such person with the pertinent 

organization.  

If other than a natural person, state its: 
a.! full name or designation; 
b.! legal classification of the entity (e.g., corporation, partnership, etc.),  

giving the state of incorporation where appropriate; 
c.! principal place of business; 
d.! current or last known address and telephone number of the organization;  
e.! any other information reasonably necessary to permit efficient contact with 

the organization.  

3. All requests contained in the following Interrogatories to identify a document means to 
provide a description in terms sufficient that the document can be readily and 
unambiguously sought in a Request for Production of Document under FRCP 34 and 
shall include:  

a.! a statement of the general nature and contents of the document (e.g., 
whether the document is a letter, memorandum, notebook, pamphlet, report, 
email, etc.); 

b.! the date; 
c.! the author; 
d.! all addresses and copy recipients; and 
e.! the person who has custody of the document. 

In lieu of such identification, Applicants will accept a clear and legible copy of the  
document at the time Opposer answers this set of Interrogatories with a correlation of the 
produced document to the Interrogatory number 
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4. If you claim that any information requested is privileged, please provide all 
information falling within the scope of the Interrogatory which is not privileged, 
and identify with sufficient particularity for purposes of a Motion to Compel each 
item of information, document or thing, separately, with respect to which you 
claim a privilege, and state:  

a.! the basis on which the privilege is claimed;  
b.! the author of the document, if applicable;  
c.! each individual or other person to whom the document or copy thereof was 

sent or otherwise disclosed; 
d.! the date of the information or document;  
e.! the type of information or document (e.g., letter, memorandum, etc.); and  
f.! the general subject matter of the information or document.  

You are not requested to provide privileged information or information for which you 
claim privilege, but only to identify such information, document or thing.  

4.! If any document or thing was, but no longer is, in OpposerÕs possession, custody, 
or control, state whether it has been lost, destroyed, transferred, or is missing, or 
has otherwise been disposed of, and in each instance, explain the circumstances 
surrounding the disposition of the document or thing and the date it occurred.  

5.! If the answer to any Interrogatory is that Opposer lacks knowledge of the 
requested information, describe all efforts made by Opposer to obtain the 
information necessary to answer the Interrogatory, and answer the Interrogatory to 
the best of OpposerÕs information and belief.  

6.! OpposerÕs responses to the following Interrogatories are to be promptly 
supplemented to include subsequently acquired information in accordance with the 
requirements of Rule 26(e) of the FRCP.  
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INTERROGATORIES  

INTERROGATO RY NO.1 
Identify all companies, proprietorships, corporations, partnerships, and other persons, for 
whom Opposer and/or any other company affiliated with Opposer designs, produces, 
manufactures, promotes, distributes and/or sells clothing.  

INTERROGATO RY NO.2 
Explain the relationship between Opposer and NORTON POINT (See; Exhibit D.1) (Serial 
Number ;86668753) and Consigli Capital Inc. 

INTERROGATO RY NO.3 
Explain the relationship between Opposer and NORTON POINT (See; Exhibit D.1) (Serial 
Number ;86668753) and Oceanworks, Inc.  

INTERROGATO RY NO.4 
Explain the neglect the Opposer took in challenging NORTON POINT (See; Exhibit D.1)!

(Consigli Capital Inc., and or Oceanworks Inc. Serial Number ;86668753)!

INTERROGATO RY NO.5 
Identify all third-party designers, manufacturers, proprietorships, corporations, partnerships, 
and other persons that are making use of the ÒNORTONÓ Mark on clothing as alleged. 

INTERROGATO RY NO.6 
Identify each and every use Opposer has made of the ÒNORTONÓ Mark on clothing for each 
use described above, describe fully the circumstances via which the ÒNORTONÓ Mark was 
originally proposed to, selected by, and/or adopted by Opposer, including, without limitation: 
(a) the brand name under which such clothing was sold to the end consumer; (b) the 
circumstances surrounding its original proposal, selection, and adoption; (c) the customer to 
whom Opposer sold the clothing if sold at wholesale; (d) the identities of all persons 
currently or formally employed by, retained by, or associated with Opposer with supervisory 
responsibility for its creation, selection, adoption and earliest use, either alone or in 
connection with other terms or designs; and (e) each such person's particular involvement 
or�Rrole.  

INTERROGATO RY NO.7 
Identify each and every use Opposer has made of the ÒNortonÓ Mark on clothing in the 
United States;  For each use described in paragraph (a) above, describe fully the 
circumstances via which the ÒTHOMAS NORTONÓ Mark was originally proposed to, 
selected by, and/or adopted by Opposer, including, without limitation: (b) the brand name 
under which such clothing was sold to the end consumer; (c) the circumstances surrounding 
its original proposal, selection, and adoption; (d) the customer to whom Opposer sold the 
clothing if sold at wholesale; (e) the identities of all persons currently or formally employed 
by, retained by, or associated with Opposer with supervisory responsibility for its creation, 
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selection, adoption and earliest use, either alone or in connection with other terms or designs; 
and (f) each such person's particular involvement or�Rrole.  

INTERROGATO RY NO.8 
 Identify each different advertisement or proposed advertisement Opposer has used or has 
considered for use in connection with -clothing bearing any Ò NORTONÓ designs in the 

United States; and for each such advertisement; (c) state the data(s) on which it was and/or is 
intended to be published, broadcast, or distributed; and (d) identify (by title, publisher, issue, 

date, page number, and any other relevant designations) the media in which such 
advertisement appeared and/or is intended to appear.  

INTERROGATO RY NO.9 
 Identify each different catalog, circular, leaflet, sign, point of sale material, trade show 
material, website material or other promotional material bearing the ÒNORTONÓ Mark 
and/or any ÒNORTONÓ designs which has been distributed or displayed by Opposer or any 
third party in the United States, including Opposer's customers; and for each such item, 
identify all documents that constitute, relate, or refer to any such material or intended 
material including in each case dates of publication and/or distribution or intended 
publication and/or distribution. 

INTERROGATO RY NO.10 
Identify all prospective or actual licensors, licensees or franchisees of Opposer who, to  
Opposer's knowledge, information or belief, intend to use and/or are using a ÒNORTONÓ  
design on clothing; and identify all documents, including, but not limited to, agreements,  
assignments, licenses, permissions or consents, relating to, concerning, or evidencing any  
proposed or actual licensors, licenses or franchises of Opposer relating to use of a  
ÒNORTONÓ design on clothing.  
 
INTERROGATO RY NO.11 
Identify the employees or agents of Opposer most knowledgeable about Opposer's use and/or 
planned use of any ÒNORTONÓ design on clothing. 
 

INTERROGATO RY NO.12 
State Opposer first learned of Applicant's use of the ÒTHOMAS NORTONÓ Mark on 
clothing . 

INTERROGATO RY NO.13 
Explain the circumstances surrounding Opposer's first knowledge of Applicant's use of the 
Mark on clothing outside of the United States of America. 
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INTERROGATO RY NO.14 
Explain the circumstances surrounding Opposers discovery of NORTON POINT Consigli 
Capital Inc. (See; Exhibit D.1)!(Serial Number ;86668753) 

INTERROGATORY NO.15  
Explain any communications between NORTON POINT Consigli Capital Inc., and Opposer 
regarding Opposer's Notice of Opposition to NORTON POINT (See; Exhibit D.1)!(Serial 
Number ;86668753) 

INTERROGATO RY NO.16 
Identify the channels of trade through which Opposer's products are distributed and sold in 
the United States, including the names of retailers and online retail stores that sell clothing 
and clothing designed, manufactured, distributed and/or marketed by Opposer.  

INTERROGATO RY NO.17 
Identify the average manufacturerÕs suggested retail price (MSRP) for clothing designed, 
manufactured, distributed and/or marketed by Opposer in the United States,  

INTER ROGATORY NO.18 
Identify all proceedings in the United States Trademark Trial and Appeal Board or United 
States federal courts in which Opposer has opposed or objected to a third party's use and/or 
registration of a trademark on the grounds that the mark is merely descriptive, functional or 
merely ornamental,  

INTERROGATO RY NO.19 
Identify each and every person who has supplied documents or information for, or 
participated in responding to, these Interrogatories and Applicant's First Requests for 
Production of Documents and Things.  
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Respectfully Submitted, 

Dated: March 8, 2021�R 

By:�RThomas Norton �R 

237 Dickens Drive�R 

Toledo, Ohio 43607  

Tel: (419) 984-7907�R��

Beaucoupdargent.ltd@gmail.com 

 

PROOF OF SERVICE 

I Thomas Norton hereby certify that a true and complete copy of the foregoing MOTION TO 
COMPEL OPPOSERSÕS RESPONSES TO REQUESTS FOR PRODUCTION OF 

DOCUMENTS AND INTERROGATORIES , has been served by via USPS First Class Mail, 
and Electronic Mail (E-Mail) upon counsel of record Opposer Norton Motorcycle Company 

Opposition No;91265690 SHIMA ROYBAKER & MCKENZIE LLP  
Primary Email: chiusptomail@bakermckenzie.com 

Secondary Email(s): david.davis@bakermckenzie.com, sankalp.kandaswamy@bakermckenzie.com, 
meri.mclaughlin@bakermckenzie.com, shima.roy@bakermckenzie.com 

300 E. RANDOLPH STREET SUITE 5000 CHICAGO, IL 60601 UNITED STATES on this 
date March 8, 2021, 2021, 

 
 

 

 

March 8, 2021     /Thomas Norton/ 
Date       Thomas Norton  
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

Norton Motorcycle Company,  

  Opposer, 
V.�R       Opposition No; 91265690 

Thomas L Norton.,  

  Applicant  

 

APPLICANT'S MOTION TO COMPEL OPPOSER'S RESPONSES TO  
 PRODUCTION OF DOCUMENTS AND THINGS  

Pursuant to Rule 2.120(d) of the U.S. Patent and Trademark OfficeÕs (ÒPTOÓ) Trademark Rules 
of Practice, 37 C.F.R. ¤ 2.120(d), and Rule 34 of the Federal Rules of Civil Procedure (ÒFRCPÓ), 
Jeffrey S. Wax and Steven M. Freeland (hereinafter referred to as ÒApplicantsÓ) hereby request 
that Norton Motorcycle Company, Inc. (hereinafter referred to as ÒOpposerÓ) produce the 
following documents and things for inspection and copying at the offices of Wax Law Group, 
1017 L Street, #425, Sacramento, California, 95814, or such other place as may be agreed 
between the parties, within thirty (30) days of service hereof in accordance with Rule 2.120(a) of 
the PTOÕs Trademark Rules of Practice and FRCP 34. Alternatively, Opposer may fulfill its 
obligation to produce the requested documents by attaching complete and legible copies of the 
original documents to its written responses to ApplicantsÕ First Requests for Production of 
Documents and Things (ÒDocument RequestsÓ) prior to the service of the same upon Applicants. 
Opposer may be requested to supplement its responses from time to time as appropriate in 
accordance with FRCP 26(e).  

DEFINITIONS  

The following definitions and instructions shall apply too each of the document Requests herein:  

A. The term ÒApplicantsÓ shall mean Thomas Norton, and any attorneys, agents, or other 
representatives acting on their behalf.  

B. The term ÒOpposerÓ shall mean Norton Motorcycle Company, Inc., and any attorneys, agents, 
or other representatives acting on its behalf.  

C. The term ÒyouÓ shall mean the ÒOpposerÓ.  

D. The term ÒtrademarkÓ or ÒmarkÓ includes trademarks, service marks, collective marks, 
certification marks and trade names as defined in 15 U.S.C. ¤ 1127.  
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E. The term ÒdocumentÓ shall mean any tangible thing upon which information is or has been 
stored, recorded, or communicated, and any written, printed, typed and visually or aurally 
reproduced material of any kind, whether or not privileged, such as (by way of example and not 
by way of limitation) correspondence, letters, notes, memoranda, diaries, invoices, purchase 
orders, records, minutes, interoffice communications, bills, contracts, agreements, orders, 
receipts, price lists, studies, drawings or sketches, tapes or discs capable of being mechanically 
read, films, pictures, catalogs, photographs, electronic mail, advertising or promotional literature, 
operating manuals or instructional materials, voice recording, cables or telegrams, maps, charts, 
surveys, test data, HTML code, website pages and reports; every copy of every such writing or 
record where the original is not in the possession, custody or control of Opposer, and every copy 
of every such writing or record where such copy is not an identical copy of the original or where 
such copy contains any commentary that does not appear on the original.  

F. The term ÒthingÓ shall mean all tangible objects of any type, composition, construction or 
nature.  

G. The term ÒconcerningÓ means relating to, referring to, describing, evidencing or constituting.  

H. A document or thing Òrelating or referringÓ or which ÒrelatesÓ to any given subject means any 
document or thing that comprises, constitutes, contains, embodies, reflects, identifies, states, 
refers to, deals with, or is in any way pertinent to that subject, including, without limitation, 
documents concerning the preparation of other documents.  

I. The term Òcommunication(s)Ó includes the disclosure, transfer or exchange of information by 
means, written, verbal, electronic or otherwise.  

J. The term ÒpersonÓ shall include both natural persons and corporate or other business entities, 
whether or not in the employ of Opposer.  

K. The terms ÒallÓ and ÒeachÓ shall be construed to include all and each.  

L. The term ÒandÓ shall be construed to include ÒorÓ and vice versa, and shall be the logical 
equivalent of Òand/or,Ó as necessary in order to bring within the scope of the request all 
responses which might otherwise be construed to be outside its scope.  

M. The use of the singular form of any word also includes the plural and vice versa.  

N. The phrases Òuse in commerce,Ó Òuse in United States commerce,Ó Òused in commerceÓ and 
Òused in United States commerce,Ó and similar phrases, shall mean and refer to the definition 
provided under 15 U.S.C. ¤ 1127.  

O. The term ÒOpposerÕs MarksÓ shall mean the marks as alleged by Opposer in U.S. Opposition 
No. 91265690, including U.S. Registration No. 2836783 

P. The term ÒOpposerÕs GoodsÓ shall mean and refer to all of the goods covered under OpposerÕs 
Marks or as alleged in the Notice of Opposition.  



! "$!

Q. The term ÒOpposerÕs ServicesÓ shall mean and refer to all of the services covered under 
OpposerÕs Marks or as alleged in the Notice of Opposition.  

R. The term ÒApplicantsÕ MarkÓ shall mean ÒTHOMAS NORTONÓ mark as depicted in the 
Application Serial No. 88/821,788.  

S. The term ÒApplicantsÕ ServicesÓ shall mean the services identified in Application No. 
88/821788.  

T. The term ÒApplicantsÕ ApplicationÓ refers to Application No. 88/821,788.  
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GENERAL INSTRUCTIONS 

1. If you claim that any document requested is privileged, please provide all information falling 
within the scope of the Document Request which is not privileged, and identify with sufficient 
particularity for purposes of a Motion to Compel each item, document or thing, separately, with 
respect to which you claim a privilege, and state:  

a)! the basis on which the privilege is claimed;  
b)! the author of the document, if applicable;  
c)! each individual or other person to whom the document or copy thereof was sent or 

otherwise disclosed;  
d)! the date of the document;  
e)! the type of document (e.g., letter, memorandum, etc.); and  
f)!  the general subject matter of the document. 

 
You are not requested to provide privileged information or information for which you 
claim privilege, but only to identify such information, document or thing. 
 

2. If any document which you would have produced in response to any Document Request was, 
but is no longer, in your present possession or subject to your control or is no longer in existence, 
please state whether any such document is:  

a)! missing or lost;  
b)! destroyed;  
c)! transferred to others; and  
d)! otherwise disposed of, and in such instance, set forth the surrounding circumstances and 

any authorization of such disposition and state the approximate date of any such 
disposition, and the present location and custodian of such document.  

 

3.! The documents produced pursuant to these Document Requests shall be  
separately produced for each paragraph of the same or, in the alternative, shall be 
identified as complying with the particular paragraphs of the Document Requests to 
which they are responsive.  

4.! OpposerÕs responses to the following Document Requests are to be promptly 
supplemented to include subsequently acquired information in accordance with the 
requirements of Rule 26 (e) of the FRCP.  
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REQUESTS FOR PRODUCTION OF DOCUMENTS AND THINGS  

REQUEST FOR PRODUCTION NO. 1:  

All documents and things relating and/or referring to the creation, selection, and adoption of 

and/or intention to use the ÒNORTONÓ Mark and/or any ÒNORTONÓ design by Opposer or any 

person affiliated with Opposer in connection with the manufacture, promotion or sale of 
clothing.  

REQUEST FOR PRODUCTION NO. 2:  

All documents relating to any U.S. trademark applications or registrations incorporating a 

ÒNORTONÓ design that are owned by, assigned to, or licensed to Opposer, including any 

pending, registered, abandoned or unified applications.  

REQUEST FOR PRODUCTION NO. 3:  

All documents concerning the conception, research, development, design, manufacture, 

promotion or sale of any clothing by Opposer bearing the ÒNORTONÓ Mark and/or any 

ÒNORTONÓ design,  

REQUEST FOR PRODUCTION NO. 4:  

All documents that reflect or relate in any way to actions taken by Opposer to introduce clothing 

for sale in interstate commerce in the United States bearing the ÒNORTONÓ Mark and/or any 

ÒNORTONÓ design.  

REQUEST FOR PRODUCTION NO. 5:  

All invoices, order forms, and related documents reflecting purchases from each supplier of 

parts, materials, or other components used by, on behalf of or for the benefit of Opposer in 

connection with the manufacture of clothing bearing the ÒNORTONÓ Mark and/or any 

ÒNORTONÓ design.  

REQUEST FOR PRODUCTION NO. 6:  

All documents embodying or relating and/or referring to any assignment, consent, authorization, 

license, or permission between Opposer and any person regarding use of the ÒNORTONÓ Mark 

and/or any ÒNORTONÓ design in the United States, including any modifications made to said 

assignment, consent, authorization, license, or permission. (In particular NORTON POINT) 

(See; Example D.1) 
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REQUEST FOR PRODUCTION NO. 7:  

A representative specimen of each product designed, manufactured for sale, offered for sale, 

sold, or intended to be manufactured for sale or offered for sale by or on behalf of Opposer 

hearing the ÒNORTONÓ Mark and/or any ÒNORTONÓ design.  

REQUEST FOR PRODUCTION NO. 8:  

A representative specimen of each product designed, manufactured for sale, offered for sale, 

sold, or intended to be manufactured for sale or offered for sale by or on behalf of third parties 

bearing the ÒNORTONÓ Mark and/or any ÒNORTONÓ design referred to in paragraph 5 of 

Opposer's Notice of Opposition.  

REQUEST FOR PRODUCTION NO. 9:  

Those documents relating to and/or supporting (a)the allegation that the ÒNORTONÓ Mark is 
now, or will be, damaged " as alleged in Opposer's Notice of Opposition. (Opening Paragraph) 
(b) the documents that show the effect (NORTON POINT) (See; Exhibit D.1) has had on the 
ÒNORTONÓ Mark that it is now, or will be, damaged " as alleged in Opposer's Notice of 
Opposition 

REQUEST FOR PRODUCTION NO. 10.:  

Those documents relating to and/or supporting the allegation that the ÒNORTONÓ Marks as well 
as (NORTON POINT) (See; Exhibit D.1) are highly similar and are used in connection with the 
same and/or similar goods in the same or overlapping channels of trade, there is a likelihood of 
confusion as to source, sponsorship, or affiliation of the parties and their respective goods, in 
violation of Section 2(d) of the Lanham Act, 15 U.S.C. ¤ 1052(d) as alleged in Opposer's Notice 
of Opposition. (Paragraph 16) 

REQUEST FOR PRODUCTION NO. 11:  

Those documents relating to and/or supporting the allegation that the ÒNORTONÓ Mark does 

function as an identifier of source as alleged in Opposer's Notice of Opposition.  

 

REQUEST FOR PRODUCTION NO. 12:  

Those documents relating to and/or supporting the allegation that the ÒNORTONÓ Mark and the 
iconic nature of the Norton brand and Norton motorcycles, including the use of the NORTON 
Marks on motorcycles and other related accessories, there will be a likelihood of confusion as to 
the source or sponsorship of ApplicantÕs goods as alleged in Opposer's Notice of Opposition 
(Paragraph 19).  
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REQUEST FOR PRODUCTION NO. 13:  

Those documents relating to and/or supporting the allegation that Opposer; By reason of the 
extensive marketing, advertising, and promotion of goods bearing the NORTON Marks, the 
NORTON Marks have become well-known symbols of the valuable goodwill associated with 
Norton and its high quality products as alleged in Opposer's Notice of Opposition, In addition all 
brands associated with the Mark ÒNORTONÓ 

REQUEST FOR PRODUCTION NO. 14:  

All internal management and consultant reports, studies, prospectuses, correspondence, and 

presentation outlines concerning Opposer's business, financial, or marketing plans for products 

bearing the ÒNORTONÓ Mark and/or any ÒNORTONÓ design.  

REQUEST FOR PRODUCTION NO. 15:  

All studies, surveys, market research tests, and demographic or consumer profile studies 

(including the results thereof) relating and/or referring to the use of ÒNORTONÓ designs on 

clothing.  

REQUEST FOR PRODUCTION NO. 16:  

All documents containing the ÒNORTONÓ Mark or any ÒNORTONÓ design that were generated 

by or obtained from any third parties,  

REQUEST FOR PRODUCTION NO. 17:  

Correspondence, memoranda, and any and all other documents concerning any protest, inquiry, 

or comment on behalf of Opposer concerning the use by any third party of the ÒNORTONÓ Mark 

and/or any ÒNORTONÓ design.  

REQUEST FOR PRODUCTION NO. 18:  

Correspondence, memoranda, and any and all other documents concerning any protest, inquiry, 

or comment on behalf of Opposer concerning Opposer's allegations that the ÒNORTONÓ Mark 

lacks secondary meaning and is aesthetically functional. 

REQUEST FOR PRODUCTION NO. 19:  

All documents identifying the channels of trade through which Opposer's goods are sold.  
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REQUETST FOR PRODUCTION NO. 20:  

All documents related to or concerning Opposer's discovery of Applicant's trademark application 

for the ÒNORTONÓ Mark.  

 

REQUEST FOR PRODUCTION NO. 21:  

All documents related to or concerning Opposer's discovery of Applicant's use of the 

ÒNORTONÓ Mark and NORTON POINT, Inc., (See; Exhibit D.1) use of the ÒNORTONÓ Mark. 

 

REQUEST FOR PRODUCTION NO. 22:  

Al l communications between NORTON POINT Inc., and/or any corporate entities related to or 

affiliated with NORTON regarding Opposer's Notice of Opposition.  

 

REQUEST FOR PRODUCTION NO. 23:  

All documents Opposer received from NORTON POINT, Inc., (See; Exhibit D.1) and/or any 

corporate entities related to or affiliated with NORTON POINT Inc., (See; Exhibit D.1)!

regarding Applicant's use and registration of the ÒTHOMAS NORTONÓ Mark,  

 

REQUESTEST FOR PRODUCTION NO. 24:  

All documents and communications between Opposer and any third party regarding Applicant's 

use and registration of the ÒNORTONÓ Mark.  

 

REQUEST FOR PRODUCTION NO. 25:  

For each expert Opposer intends to call to provide testimony in this proceeding, produce those 

documents and things required pursuant to Rule 26(a)(2), Fed. R. Civ. P.  
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Respectfully Submitted, 

 
Dated: March 8, 2020�R 
By:�RThomas Norton �R 
237 Dickens Drive�R 

Toledo, Ohio 43607  
Tel: (419) 984-7907�R 

Beaucoupdargent.ltd@gmail.com 

 

             

 

PROOF OF SERVICE 

I Thomas Norton hereby certify that a true and complete copy of the foregoing MOTION TO 
COMPEL OPPOSERSÕS RESPONSES TO REQUESTS FOR PRODUCTION OF 

DOCUMENTS AND INT ERROGATORIES, has been served by via USPS First Class Mail, 
and Electronic Mail (E-Mail) upon counsel of record Opposer Norton Motorcycle Company 

Opposition No;91265690 SHIMA ROYBAKER & MCKENZIE LLP  
Primary Email: chiusptomail@bakermckenzie.com 

Secondary Email(s): david.davis@bakermckenzie.com, sankalp.kandaswamy@bakermckenzie.com, 
meri.mclaughlin@bakermckenzie.com, shima.roy@bakermckenzie.com 

300 E. RANDOLPH STREET SUITE 5000 CHICAGO, IL 60601 UNITED STATES on this 
date March 8, 2021, 2021, 

 

 

 

March 8, 2021     /Thomas Norton/ 
Date       Thomas Norton  
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